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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group I, Claims 1-8 in the reply filed on 19 July 
2006 is acknowledged. 

Claim Objections 

2. Claims 1-8 are objected to because of the following informalities: Each method claim 
contains the limitation "a packaging case" or "and a packaging case" such that each claim 
appears to claim both the article and method of making in the same claim. See, for example, 
Claim 2, lines 1-2. However, the packaging case invention is withdrawn without traverse and the 
claims should reflect the statutory class of the elected invention. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more ,than one year prior to the date of application for patent in the United States. 

3. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Goeb (USPN 
5688573). As to Claim 1, Goeb teaches a method of forming a display which could be used as a 
display of a packaging case comprising the steps of: 
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Irradiating a laser beam on a front face of an article which could be used as a packaging 
case produced by a paper sheet (50, Fig. 5) having a coloring agent (8:55-9:21) and a resin film 
(10, Figs. 1-6) protecting the front face and being on the front face (10, Figs. 1-6). 

Evaporating the colored layer and the resin film with the laser beam (9:41-50), thereby 
forming the display (Figs. 1-6), which could inherently be used as a packaging case. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 5, 6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hughes (USPN 6169266) in view of Ward (USPN 2192423). As to Claim 1, Hughes teaches a 
method of forming a display which could inherently be used as a display of a packaging case, the 
method comprising: 

Irradiating a laser beam on a front face of a material that could be used as a packaging 
case having a colored layer and a resin film layer which protects the front face on the front face; 

Evaporating the colored layer and the resin film layer by the laser beam, thereby forming 
the display on the article which could be used as a display on a packaging case. 

Hughes is silent to the paper sheet. However, paper sheet labels are conventional and are 
disclosed, for example, by Ward. Ward teaches a package (page 1, right column, lines 30-35) 
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having a paper substrate (page 2, right column, lines 35-50), and that it is obvious to ornament 
the surface (page 2, right column, lines 58-65). 

It would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention to incorporate the method of Ward into that of Hughes because: 

a) Ward suggests ornamentation, which Hughes provides. 

b) Hughes suggests the method for any article where a design or indicia is required, which Ward 
provides. 

c) The paper substrate of Ward would provide a strong and durable support layer to the invention 
of Hughes. 

As to Claims 5 and 6, Ward provides two paper layers (page 2, right column, lines 35- 
50). Any of the layers of Hughes is interpreted as the claimed colored layer or the protecting 
film. In the combination of Ward and Hughes where Ward provides two paper layers or sheets 
and Hughes provides multiple layers of coating, each of which performs the function of 
protecting or coloring, the claim limitations are met. As to Claim 8, the packaging case of Ward 
could be used for any of the recited articles (Figures), and in the alternative, it would have been 
prima facie obvious to adjust the size to store the claimed articles. 

5. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hughes (USPN 
6169266) in view of Ward (USPN 2192423), and further in view of Robertson (USPN 6007929). 
As to Claim 2, Hughes is silent to a carbon dioxide laser. However, carbon dioxide lasers are 
conventional for laser engraving and marking. For example, Robertson teaches a multilayer 
coating, one layer evaporated or ablated (Fig. 4), and that a carbon dioxide laser is preferred for 
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its long operating life (4:39-50). It would have been prima facie obvious to one of ordinary skill 
in the art at the time of the invention to incorporate the method of Robertson into that of Hughes 
because Hughes suggests a laser marking method and the carbon dioxide laser of Robertson 
would provide a long operating life. 

6. Claims 3 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hughes 
(USPN 6169266) in view of Ward (USPN 2192423), and further in view of Sonobe (USPN 
6244176). Hughes and Ward teach the subject matter of Claim 1 above under 35 USC 103(a). 
As to Claims 3 and 7, any of the layers of Hughes is interpreted as the claimed colored layer or 
the protecting film. In the combination of Ward and Hughes where Ward provides two paper 
layers or sheets and Hughes provides multiple layers of coating, each of which performs the 
function of protecting or coloring, the claim limitations drawn to the configuration of layers are 
met. 

Hughes is silent to the UV coating material. However, Sonobe teaches UV coating 
material (ultraviolet curing ink, 5:16-17). It would have been prima facie obvious to one of 
ordinary skill in the art at the time of the invention to incorporate the method of Sonobe into that 
of Hughes because Hughes suggests wear resistant (2:32) inks (2:47) and the thermosetting inks 
of Sonobe would provide favorable wear resistance. Additionally, Hughes suggests a particular 
order or layering of inks (black, cyan, magenta, yellow, white), which Sonobe provides. 

7. Claim 4 rejected under 35 U.S.C. 103(a) as being unpatentable over Hughes (USPN 
6169266) in view of Ward (USPN 2192423), Robertson (USPN 6007929), and further in view of 
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Sonobe (USPN 6244176). Hughes, Ward, and Robertson teach the subject matter of Claim 2 
above under 35 USC 103(a). As to Claim 4, Hughes is silent to the UV coating material. 
However, Sonobe teaches UV coating material (ultraviolet curing ink, 5:16-17). It would have 
been prima facie obvious to one of ordinary skill in the art at the time of the invention to 
incorporate the method of Sonobe into that of Hughes because Hughes suggests wear resistant 
(2:32) inks (2:47) and the thermosetting inks of Sonobe would provide favorable wear resistance. 
Additionally, Hughes suggests a particular order or layering of inks (black, cyan, magenta, 
yellow, white), which Sonobe provides. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Daniels whose telephone number is (571) 272-2450. 
The examiner can normally be reached on Monday - Friday, 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571) 272-1 176. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



MJD 4/10/07 



CHRISTINA JOHQSON 
SUPERVISORY PATENT EXAMINER 





